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1 . The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



3. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1) In claim 1, line 5, it is not clear as to what the expression "of a domain" refers; i.e., a 
"domain" of what? Clarification is needed. Similar clarification is needed in line 3 of 
claim 6, line 3 of claim 7, line 3 of claim 8, line 5 of claim 12, line 6 of claim 13, line 5 of 
claim 14, line 5 of claim 15, line 5 of claim 16, line 7 of claim 17, lines 3 of claim 18, line 
6 of claim 19. 

2) In line 10 of claim 16, "said reproducing means" has not antecedent basis and is 
indefinite because it is not clear to what it refers. Clarification is needed. 

3) The preamble of claim 19 suggests that the claim is directed to a recording medium 
having a "program" [computer program (i.e., software)] stored thereon. However, the 
body of the claim, i.e., lines 6-10, fails to define the structure of the medium and/or the 
processing that the programming causes the apparatus to execute. Clarification is 
needed. 
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4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 



5. Claims 14, 16, 18 and 19 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

A) With respect to claims 14 and 18 : 

A "computer program" per se, e.g., a program not claimed as being embodied on 
by a recording medium, constitutes non-functional descriptive material and is 
non-statutory. 

B) With respect to claim 16 : 

In order to be eligible under Section 101, a "process7method claim, i.e., a claim 
that recites a series of steps or actions, must: 

1) Be "tied" to another statutory category, such as a particular apparatus, 

or 

2) "Transform" an article or material to a different state or thing. 

For example, as recently underscored by the circuit court, with reference to past 
Supreme Court decisions: 

"[t]he Supreme Court has recognized only two instances in which such a 
method may qualify as a section 101 process: when the process 'either m 
was tied to a particular apparatus or [21 operated to change materials to a 
'different state or thing. "" See PTO Supp. Br. 4 (quoting Flook, 437 U.S. at 
588n.9). In Diehr, the Supreme Court confirmed that a process reciting an 
algorithm could be statutory subject matter if it: (1) is tied to a machine or 
(2) creates or involves a composition of matter or manufacture. — 450 U.S. 
at 184." (emphasis added) 

In re Comiskey, 84 USPQ2d 1670, 1678. (Fed. Cir. 2007) 

Instant method claim 15 is directed to non-statutory subject matter because, as 
recited, the claims: 

1 . Are not tied to another statutory class (such as a particular apparatus), 
and 
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2. Do not transform underlying subject matter (sucli as an article or 
materials) to a different state or thing. 

Here is noted that the instant specification indicates that the method claims 
encompass software implementations per se (note the last 5 lines on page 137 of 
the instant specification). Note, that it is not clear as to what "said reproducing 
means refers (see paragraph 3 of this Office action) and, as such, it is 
maintained that this recitation is insufficient to tie the method to another statutory 
class. 



C) With respect to claim 19 : 

The examiner contends that the body of claim 19 (i.e., lines 6-10), at best, 
constitutes a non-functional description of what information on the recorded on 
the medium represents. Such non-functional descriptive material constitutes 
non-statutory subject matter; i.e., the recitation does not set forth "a logical or 
physical relationship among data elements, designed to support specific 
manipulation functions" as is required of a "data structure". 
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6. Claims 1-19 are objected to because of the following informalities: 

A) The examiner notes thiat tlirougliout the claims, various terminologies are 
preceded by the expression "the" wherein the terminologies do not have clear 
antecedent basis and do not appear to be implicit/inherent in prior recitations. 
For example: "the Clip information" in line 2 of claim 1; "the Playlist information" 
in lines 3 of claim 1; "the start address information" in line 5 of claim 1; "the time 
information" in lines 7 and 8 of claim 1; etc,... 

Clarification could be made by deleting "the" in such cases. Fore example, by 
changing claim 1 to read: 

-1 . An information processing apparatus for recording an AV stream on a 
recording medium adapted for recording said AV stream, [the] Clip information 
for managing the entity of the AV stream and [the] PlayList information managing 
the reproduction of the AV stream, comprising: 

means for generating [the] 

-start address information of a domain in which the 
encoding information in said AV stream is continuous, [the] 

- information correlating [the] time information in said AV stream 
and the address information, and [the] 

-time information of a characteristic picture in said AV stream; 
and 

means for recording the information generated by said generating means 
as said 

Clip information on said recording medium. — 
Similar clarifications are needed throughout the claims. 



Appropriate correction is required. 
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7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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8. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
#7,076,153 to Ando et al . 

I. Preface: 

For reasons addressed in paragrapli 6 above, claim 1 lias been construed as at 
least encompassing the following interpretation: 

"1. An information processing apparatus for recording an AV stream on a 
recording medium adapted for recording said AV stream, [tlie] Clip information 
for managing the entity of the AV stream and [the] PlayList information managing 

the reproduction of the AV stream, comprising: 

means for generating [the] 

-start address information of a domain in which the 
encoding information in said AV stream is continuous, [the] 

- information correlating [the] time information in said AV stream 
and the address information, and [the] 

-time information of a characteristic picture in said AV stream; 
and 

means for recording the information generated by said generating means 
as said Clip information on said recording medium." 



II. Ando et al. (applied) : 

As shown in figure 14, Ando et al disclosed an information processing apparatus 
for recording AV streams on a recording medium (@ 50), wherein the apparatus 
comprises: 

A) Circuitry (e.g., @81-83) for receiving AV streams; 

B) Circuitry (e.g., @79 and 80) for encoding selected "continuous" AV 
streams into a desired signal format for recording on the recording 
medium (@ 50), wherein the desired signal format includes: 

1) The selected "continuous" AV stream itself; and 

2) Locally generated management information corresponding 
thereto; 

and 
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C) Means for recording (e.g., @ 51) the encoded streams on said 
recording medium (e.g., lines 1-4 of column 32). 

[Note: Claim 2 @ lines 42-64 of column 31 and lines 1-5 of column 32; Lines 11-29 
and 56-65 of column 5; and Lines 1-28 of column 8]. 

As described, the circuitry for encoding (e.g., @79 and 80) includes means for 
generating management information wherein the management information 
includes "Clip" information, e.g., information associated with respective cells of 
the AV stream being recorded, wherein this Clip information includes the table of 
information shown in Figure 8 that comprises: 

A) Start address information (i.e., the "Start Address of Cell"); 

B) Information for correlating the time information in the selected AV 
stream (i.e., "STC Value or PCR Upon Recording Head of Cell of 
Interest") and the start address information (i.e., the "Start Address of 
Cell") [i.e., the correlation being provided by the table information itself]; 
and 



C) Time information of a characteristic picture in said AV stream (e.g 
the "Start Address of l-Picture #1"); 

wherein this generated table of information (Figure 8) is recorded on the 
recording medium (@ 50) by the recording means (@ 51 ). 



For the record, it is noted ttiat the management information is provided with information for 
converting logical addresses of the data into physical addresses [e.g., lines 26-53 of column 
12]. 



9. Claims 5-8 is rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent #7,076,153 to Ando et a! for the same reasons cited above with respect to 
claim 1. Additionally: 

A) With respect to claim 5: 

The selected AV streams that are recorded in Ando et al . are MPEG transport 
streams (note figures 1-3). 

B) With respect to claims 6 and 8: 

Since the cells in the recorded AV streams are continuous the STC codes of the 
transport stream are inherently continuous too - i.e., wherein, as noted above, 
the start addresses correspond thereto. 
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C) With respect to claim 7: 

The examiner contends that the respective streams represent cells of a desired 
TV program and is therefor "constant" (i.e., at least for the period in which the TV 
program occurs). 



10. Claim 12 is rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent #7,076,153 to Ando et al for the same reasons cited above with respect to 
claim 1. 



11. Claim 15 is rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent #7,076,153 to Ando et al for the same reasons cited above with respect to 
claim 1. Additionally: 

As shown in figure 14, Ando et al disclosed an information processing apparatus 
for reproducing the recorded cording AV streams from the recording medium (@ 
50). 



12. Claim 16 is rejected under 35 U.S.C. 102(e) as being anticipated by US 
Patent #7,076,153 to Ando et al for the same reasons cited above with respect to 
claim 15. 
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13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint Inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of 
the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made 
in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and 
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #7,076,153 to Ando et al. 

Ando et al. discloses a system as was set forth above for claim 1 . Claim 1 3 differs from 
the showing of Ando et al. only in that claim 13 recites a recording medium that has a 
program stored thereon which performs the processing. The examiner takes Official 
Notice that it was notoriously well known in the art to have implemented 
recording/reproducing devices of the types described by Ando et al. using a general 
purpose computer with software provided thereto. Such implementations were known to 
be advantageous in that the reduced production costs. It would have been obvious to 
one of ordinary skill in the art to have implemented the recording/reproducing apparatus 
in Ando et al. using a software driven general purpose computer to obtain cost 
efficiencies advantages associated therewith. 



15. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #7,076,153 to Ando et al. for the same reasons that are set forth above for 
claim 13. 



16. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #7,076,153 to Ando et al. 

Ando et al. discloses a system as was set forth above for claim 16. Claim 17 differs from 
the showing of Ando et al. only in that claim 17 recites a recording medium that has a 
program stored thereon which performs the processing. The examiner takes Official 
Notice that it was notoriously well known in the art to have implemented 
recording/reproducing devices of the types described by Ando et al. using a general 
purpose computer with software provided thereto. Such implementations were known to 
be advantageous in that the reduced production costs. It would have been obvious to 
one of ordinary skill in the art to have implemented the recording/reproducing apparatus 
in Ando et al. using a software driven general purpose computer to obtain cost 
efficiencies advantages associated therewith. 

17. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent #7,076,153 to Ando et al. for the same reasons that are set forth 
above for claim 17. 
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18. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to DAVID E. HARVEY whose telephone 
number is (571) 272-7345. The examiner can normally be reached on M-F from 
6:00AM to 3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ms. Marsha D. Harold-Banks, can be reached on (571) 272- 
7905. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/DAVID E HARVEY/ 

Primary Examiner, Art Unit 2621 
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Primary Examiner 
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